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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English, language. 

Claims 42, 55. 61-62, 65 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Stevens (U.S. Patent No. 6,735,907 B2). 

Regarding claims 42 and 65, Stevens in Figures 2 and 3 discloses a gutter-cover 
system for spacing a wall (20, 22, 24) of a gutter (4) from a gutter cover (2) comprising a 
cover (2), said cover comprising a solid sheet (2) having one longitudinal edge thereof 
formed into a curl (12) and wherein the cover (2) extends downwardly and outwardly 
from the lowermost edge of a roof (8) so that said curl (12) extends downwardly toward 
said gutter (4); a gutter-cover clip (34) having a substantially flat body portion (a) 
inherently having a thickness; said body portion (a) comprising a first throat portion (36) 
having first (52) and second (38) jaws thereof and shaped so that said first throat (36) 
portion is adapted to engage said curl (12) of said cover (2); third (b) and fourth (40) 
jaws and a second throat (c) located therebetween, said second throat (c) being 
adapted to engage said wall (22, 24) of said gutter (4) between said third (b) and fourth 
(40) jaws; and, at least a first locking lever (d) adjacent said third jaw (b) and joined to 
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said body (a) portion by a hinge (e), said first locking lever (d) being adapted to be bent 
at said hinge (e) to bring said third jaw (b) into a locking position against said gutter (4) 
as seen in Figure 2. 

Regarding claim 55, Stevens in Figure 2 discloses a gutter-cover system wherein 
said clip (34) is adapted to lock onto a vertical gutter wall portion (throat 40 in Figure 5a 
is capable of locking onto a vertical gutter wall) and wherein said third (b) and fourth 
(40) jaws are essentially parallel to said vertical gutter wall (24). No patentable weight 
is given to the structure of a gutter since the gutter is claimed as an intended use. 

Regarding claim 61, Stevens discloses a gutter-cover system wherein said body 
portion is comprised of a flat piece of metal that is inherently bendable (Col 5, Ln 45- 
48). 

Regarding claim 62, Stevens in Figures 2 and 3 discloses a gutter-cover system 
wherein the deepest part (f) of said first throat (36) and the deepest part (g) of said 
second throat (c) lie essentially in a common plane. 



Application/Control Number: 10/798,779 



Page 4 



Art Unit: 3637 




FIG. 3 



Stevens (U.S. Patent No. 6.735,907 B2) 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 43-48, 56, 63, 66-69, and 74-79 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Stevens in view of Doussot et al. (U.S. Patent No. 5,426,832). 
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Regarding claim 43, Stevens discloses a gutter-cover system as discussed 
above but does not disclose a gutter-cover system further including a bending slot in 
said body portion, said bending slot being located above said second throat so that said 
hinge is between said second throat and said bending slot, said hinge having a width 
(D3) whereby a force applied to said bending slot moves said locking lever about said 
hinge so that said third jaw is brought into locking engagement with said wall of said 
gutter However, Doussot et al. in Figures 10 and 13 discloses a fixing clip including a 
bending slot (46) in a body portion (37), said bending slot (46) being located above a 
second throat (45) so that a hinge (43) is between said second throat (45) and said 
bending slot (46) and having a width (a) whereby a force applied to said bending slot 
(46) moves a locking lever (55) about said hinge (43) so that a third jaw (57) is brought 
into locking engagement with a rod (4). Stevens and Doussot et al. are analogous art 
because they are pertinent in the problem of securing a member via a clip. Therefore, it 
would have been obvious to a person having ordinary skill in the arts at the time of the 
applicant's invention to modify the clip of Stevens to include a bending slot in said body 
portion, said bending slot being located above said second throat so that said hinge is 
betvveen said second throat and said bending slot and having a width (D3) whereby a 
force applied to said bending slot moves said locking lever about said hinge so that said 
third jaw is brought into locking engagement with said wall of said gutter as taught by 
Doussot et al. to further clamp down on an object that needs to be secured, in this case, 
the gutter wall (Col 1 0, Ln 3-1 7). 
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Doussot et al. (U.S. Patent No. 5,426,832) 



Regarding claim 44 and 45, Stevens already modified by Doussot et al. discloses 
a gutter-cover system as discussed above but does not disclose the gutter-cover 
system wherein the width of said hinge (D3) is between about 1/16 inch and 7/64 inch, 
preferably about 3/32 inch. It would have been an obvious matter of design choice to 
modify the clip of Stevens already modified by Doussot et al. to have the width of said 
hinge (D3) to be between about 1/16 inch and 7/64 inch, preferably about 3/32 inch, 
since such a modification would have involved a mere change in the size of the 
components and would allow the clip to be used with gutters whose covers are spaced 
further or closer away from the front of the gutter wall. A change In size is generally 
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recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). 

Regarding claims 46, 47, 68, and 69. Stevens already modified by Doussot et al. 
discloses a gutter-cover system as discussed above but does not disclose the gutter- 
cover system wherein the ratio of the hinge width (D3) to the thickness (D) of said body 
portion is between about 0.25 and 1.2 inch, preferably about 0.94 inch. It would have 
been an obvious matter of design choice to modify the clip of Stevens already modified 
by Doussot et al. to have the ratio of the hinge width (D3) to the thickness (D) of said 
body portion is between about 0.25 and 1 .2 inch, preferably about 0.94 inch, since such 
a modification would have involved a mere change in the size of the components and 
would allow the clip to be used with gutters whose covers are spaced further or closer 
away from the front of the gutter wall while being able to support more length of the 
gutter cover. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claim 48, Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above and further discloses a locking slot (56) 
inherently capable of accommodating a locking-unlocking tool for selectively pivoting 
said locking lever (d) about said hinge (D3) and into a lock or unlocked position. 

Regarding claim 56, Stevens discloses a gutter-cover system as discussed 
above but does not disclose a gutter-cover system further including a bending slot In 
said body portion located adjacent said third jaw so that said hinge is between said third 
jaw and said bending slot whereby a force applied to said bending slot moves said 
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locking lever about said hinge so that said third jaw is brought into locking engagement 
with said wall of said gutter. However, Doussot et al. in Figures 10 and 13 discloses a 
fixing clip including a bending slot (46) in a body portion (37) located adjacent said third 
jaw (57) so that a hinge (43) is between said third jaw (57) and said bending slot (46) 
and having a width (a) whereby a force applied to said bending slot (46) moves a 
locking lever (55) about said hinge (43) so that a third jaw (57) is brought into locking 
engagement with a rod (4). Stevens and Doussot et al. are analogous art because they 
are pertinent in the problem of securing a member via a clip. Therefore, it would have 
been obvious to a person having ordinary skill in the arts at the time of the applicant's 
invention to modify the clip of Stevens to include a bending slot in said body portion 
located adjacent said third jaw so that said hinge is between said third wall and said 
bending slot whereby a force applied to said bending slot moves said locking lever 
about said hinge so that said third jaw is brought into locking engagement with said wall 
of said gutter as taught by Doussot et al. to further clamp down on an object that needs 
to be secured, in this case, the gutter wall (Col 10, Ln 3-1 7). 

Regarding claims 63 and 66, Stevens discloses a gutter-cover system as 
discussed above but does not disclose a gutter-cover system further including a 
bending slot in said body portion located above said second throat and wherein the ratio 
of the distance between said first throat and said bending slot to the thickness of said 
hinge is between about 1.1 and 2.0. However, Doussot et al. in Figures 10 and 13 
discloses a fixing clip including a bending slot (46) in a body portion (37), and said 
bending slot (46) being located above a second throat (45). Stevens and Doussot et al. 
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are analogous art because they are pertinent in the problem of securing a member via a 
clip. Therefore, it would have been obvious to a person having ordinary skill In the arts 
at the time of the applicant's invention to modify the clip of Stevens to include a bending 
slot in said body portion and said bending slot being located above said second throat 
as taught by Doussot et al. to further clamp down on an object that needs to be 
secured, in this case, the gutter wall (Col 10, Ln 3-17). Furthermore, it would have been 
an obvious matter of design choice to modify the clip of Stevens already modified by 
Doussot et al. to have the ratio of the distance between said first throat and said 
bending slot to the thickness of said hinge to be between about 1.1 and 2.0, since such 
a modification would have involved a mere change in the size of the components and 
would allow the clip to be used with gutters whose covers are spaced further, closer 
higher, or lower away from the front of the gutter wall. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). 

Regarding claim 67, Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above but does not disclose the gutter-cover system 
wherein said ratio of the distance between said first throat and said bending slot to the 
thickness of said hinge is preferably about 1 .5. It would have been an obvious matter of 
design choice to modify the clip of Stevens already modified by Doussot et al. to have 
the ratio of the distance between said first throat and said bending slot to the thickness 
of said hinge to be preferably about 1 .5, since such a modification would have involved 
a mere change in the size of the components and would allow the clip to be used with 
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gutters whose covers are spaced further, closer, higher, or lower away from the front of 
the gutter wall. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claim 74, Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above but does not disclose the gutter-cover system 
wherein the width of said hinge (D3) is between about 1/16 inch and 3/32 inch. It would 
have been an obvious matter of design choice to modify the clip of Stevens already 
modified by Doussot et al. to have the width of said hinge (D3) to be between about 
1/16 inch and 3/32 inch, since such a modification would have involved a mere change 
in the size of the components and would allow the clip to be used with gutters whose 
covers are spaced further or closer away from the front of the gutter wall. A change in 
size is generally recognized as being within the level of ordinary skill in the art. In re 
Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claim 75, Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above and further discloses that said first hinge (e) is 
between said second throat (c) and said bending slot, and said third jaw (b) clamps onto 
said wall (22) of said gutter (4) upon insertion and rotation of a bending tool in said 
bending slot per the modification in claim 63, but does not disclose the width (D6) being 
the shortest distance between said first throat and said bending slot. However, it would 
have been an obvious matter of design choice to modify the clip of Stevens already 
modified by Doussot et al. to have disclose the width (D6) being the shortest distance 
between said first throat and said bending slot, since such a modification would have 
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involved a mere change in the size of the components and would allow the clip to be 
used, with gutters whose covers are spaced further or closer away from the front of the 
gutter wall. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose. 105 USPQ 237 (CCPA 1955). The phrase "upon 
insertion and rotation of a bending tool in said bending slot" Is regarded to as functional 
language and while features of an apparatus may be recited either structurally of 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function. See MPEP §21 14. Furthermore, the third jaw 
could perform the function stated above if any tool applies downward pressure. 

Regarding claim 76. Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above but does not disclose the gutter-cover system 
wherein the width (D6) is preferably about 15/128 inch. It would have been an obvious 
matter of design choice to modify the clip of Stevens already modified by Doussot et al. 
to have the width (D6) preferably about 15/128 inch, since such a modification would 
have involved a mere change in the size of the components and would allow the clip to 
be used with gutters whose covers are spaced further or closer away from the front of 
the gutter wall. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claims 77 and 78, Stevens already modified by Doussot et al. 
discloses a gutter-cover system as discussed above but does not disclose the gutter- 
cover system wherein the ratio of the width (D6) to the width (D5) is between about 1.1 
and 2.0, and preferably about 1 .5. It would have been an obvious matter of design 
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choice to modify the clip of Stevens already modified by Doussot et al. to have the ratio 
of the width (D6) to the width (D5) is between about 1.1 and 2.0, and preferably about 
1 .5, since such a modification would have involved a mere change in the size of the 
components and would allow the clip to be used with gutters whose covers are spaced 
further, closer, higher, or lower away from the front of the gutter wall. A change in size 
is generally recognized as being within the level of ordinary skill in the art. In re Rose, 
1 05 USPQ 237 (CCPA 1 955). 

Regarding claim 79, Stevens already modified by Doussot et al. discloses a 
gutter-cover system as discussed above but does not disclose the gutter-cover system 
wherein the distance (D8) between said first throat (36) and said second throat (c) is 
19/128 inch. It would have been an obvious matter of design choice to modify the clip 
of Stevens already modified by Doussot et al. to have the distance (D8) between said 
first throat and said second throat to be 19/128 inch, since such a modification would 
have involved a inere change in the size of the components and would allow the clip to 
be used with gutters whose covers are spaced further, closer, higher, or lower away 
from the front of the gutter wall. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Claims 50 and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stevens in view of Hblbrook (U.S. Patent No. 6,347,780 B1 ). 

Regarding claims 50 and 54, Stevens discloses a gutter-cover system as 
discussed above but does not disclose a gutter-cover system further Including at least 
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one of said jaws being serrated. However, Holbrook in Figure 6 discloses gutter hanger 
clip including two serrated jaws. Stevens and Holbrook are analogous art because they 
are pertinent in the problem of clamping the top front wall of the gutter. Therefore, it 
would have been obvious to a person having ordinary skill in the arts at the time of the 
applicant's invention to modify the clip of Steyens to include serrations in the third and 
fourth jaws as taught by Holbrook to provide better retention of the clip when in contact 
with the gutter surface (Col 3, Ln 9-1 1 and Ln 45-48). 

Claims 51-53 and 57-60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stevens in view of page 4 of Applicant's Response to Restriction 
Requirement expressly admitting that Groups 2-7 (Figures 5-12) are "obvious over each 
other within the meaning of 35 U.S.C. 103." 

Regarding claim 51 , Stevens discloses a gutter-cover system as discussed 
above but does not disclose a gutter-cover system including fifth and sixth jaws and a 
second locking lever adjacent said fifth jaw and joined to said body portion by a second 
hinge, said second locking lever being adapted to be bent at said second hinge to bring 
said fifth jaw into a locking position against a vertical wall of said gutter. However, per 
Applicant's admission in page 4, including fifth and sixth jaws and a second locking 
lever adjacent said fifth jaw and joined to said body portion by a second hinge would 
have been obvious in view of Figures 5-1 1 in the Applicant's disclosure. Furthermore, it 
has been held that a mere duplication of parts, such as the duplication of the jaws, has 
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no patentable significance unless a new and unexpected result is produced. A 
duplication of parts is generally recognized as being within the level of ordinary skill in 
the art. In re Harza, 274 F,2d 669. 124 USPQ 378 (CCPA 1955). 

Regarding claims 52 and 53, Stevens already modified by Figures 5-1 1 of the 
Applicant's disclosure, discloses a gutter-cover system as discussed above but does 
not disclose a gutter-cover system including a third throat portion between said fifth and 
said sixth jaws and wherein the shortest distance (D4) between said first throat and said 
third throat is between about 1/8 and 7/16 inch, preferably about 5/16inch. However, 
per Applicant's response in page 4, including a third throat portion between said fifth 
and said sixth jaws and wherein the shortest distance (D4) between said first throat and 
said third throat is between about 1/8 and 7/16 inch, preferably about 5/16inch would 
have been obvious in view of Figures 5-1 1 in the Applicant's disclosure. Furthermore, it 
has been held that a mere duplication of parts has no patentable significance unless a 
new and unexpected result is produced. A duplication of parts is generally recognized 
as being within the level of ordinary skill in the art. In re Harza, 274 F.2d 669, 124 
USPQ 378 (CCPA 1955). Moreover, it would have been an obvious matter of design 
choice to modify the clip of Stevens already modified by Figures 5-1 1 of the Applicant's 
disclosure to have the shortest distance (D4) between said first throat and said third 
throat to be between about 1/8 and 7/16 inch, preferably about 5/16inch, since such a 
modification would have involved a mere change in the size of the components and 
would allow the clip to be used with gutters whose covers are spaced further, closer, 
higher, or lower away from the front of the gutter wall. A change in size is generally 
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recognized as being witliin the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). 

Regarding claims 57 and 58, Stevens already modified by Figures 5-11 of the 
Applicant's disclosure discloses a gutter-cover system as discussed above but does not 
disclose a gutter-cover system including a third throat and wherein a second hinge 
having a width (D2) is formed between said third throat and said third jaw, said second 
hinge and wherein the width (D2) of said second hinge is between about 1/16 inch and 
5/32 inch, preferably about 3/32 inch. However, per Applicant's response in page 4, 
including a third throat and wherein a second hinge having a width (D2) is formed 
between said third throat and said third jaw, said second hinge and wherein the width 
(D2) of said second hinge is between about 1/16 inch and 5/32 inch would have been 
obvious in view of Figures 5-11 in the Applicant's disclosure. Furthermore, it has been 
held that a mere duplication of parts has no patentable significance unless a new and 
unexpected result is produced. A duplication of parts is generally recognized as being 
within the level of ordinary skill in the art. In re Harza, 274 F.2d 669, 124 USPQ 378 
(CCPA 1955). Moreover, it would have been an obvious matter of design choice to 
modify the clip of Stevens already modified by Figures 5-1 1 of the Applicant's disclosure 
to have the width (D2) of said second hinge to be between about 1/16 inch and 5/32 
inch, preferably about 3/32 inch, since such a modification would have involved a mere 
change in the size of the components and would allow the clip to be used with gutters 
whose covers are spaced further, closer, higher, or lower away from the front of the 
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gutter wall. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claims 59 and 60, Stevens already modified by Figures 5-11 of the 
Applicant's disclosure, discloses a gutter-cover system as discussed above but does 
not disclose the gutfer-cover system wherein the ratio of the hinge-width (D2) to the 
thickness (D) of said body portion is between about 0.25 and 1 .2 inch, preferably about 
0.94 inch. It would have been an obvious matter of design choice to modify the clip of 
Stevens already modified by Figures 5-1 1 of the Applicant's disclosure to have the ratio 
of the hinge-width (D2) to the thickness (D) of said body portion to be between about 
0.25 and 1.2 inch, preferably about 0.94 inch, since such a modification would have 
involved a mere change in the size of the components and would allow the clip to be 
used with gutters whose covers are spaced further or closer away from the front of the 
gutter wall while being able to support more length of the gutter cover. A change in size 
is generally recognized as being within the level of ordinary skill in the art. In re Rose, 
105 USPQ 237 (CCPA 1955). 

Claims 49 and 70-73 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stevens in view of Doussot et al. and in further view of page 4 of Applicant's 
Response to Restriction Requirement expressly admitting that Groups 2-7 (Figures 5- 
12) are "obvious over each other within the meaning of 35 U.S.C. 103." 

Regarding claim 49, Stevens already modified by Doussot et al. discloses the 
gutter-cover system as discussed above but does not disclose the gutter-cover system 
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further including a recess in said third jaw for accommodating an unlocl<ing tool for 
pivoting said locking lever about said hinge to move said third jaw out of engagement 
with said gutter. However, per Applicant's response in page 4, including a recess in 
said third jaw would have been obvious in view of Figures 8 and 9 in the Applicant's 
disclosure for accommodating an unlocking tool for pivoting said locking lever about 
said hinge to move said third jaw out of engagement with said gutter. 

Regarding claim 70, Stevens already modified by Doussot et al. discloses 
the gutter-cover system as discussed above but does not disclose the gutter-cover 
system further including fifth and sixth jaws and a third throat located therebetween, 
said third throat being adapted to engage a vertical wall of said gutter between said fifth 
and sixth jaws; a second locking lever fonned between said fourth and fifth jaws and 
joined to said body portion by a second hinge, said second locking lever being adapted 
to be rotated so that said vertical wall of said gutter is engaged between said fifth and 
sixth jaws. However, per Applicant's response in page 4, including fifth and sixth jaws 
and a third throat located therebetween, said third throat being adapted to engage a 
vertical wall of said gutter between said fifth and sixth jaws; a second locking lever 
formed between said fourth and fifth jaws and joined to said body portion by a second 
hinge, said second locking lever being adapted to be rotated so that said vertical wall of 
said gutter is engaged between said fifth and sixth jaws would have been obvious in 
view of Figures 5-1 1 in the Applicant's disclosure. Furthermore, it has been held that a 
mere duplication of parts has no patentable significance unless a new and unexpected 
result is produced. A duplication of parts is generally recognized as being within the 
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level of ordinary skill in the art. In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 
1955). 

Regarding claim 71, Stevens already modified by Doussot et al. and by Figures 
5-1 1 of the Applicant's disclosure, discloses a gutter-cover system as discussed above 
but does not disclose the gutter-cover system wherein the width (D7) of said second 
hinge is preferably about fraction 11 /1 28 inch. It would have been an obvious matter of 
design choice to modify the clip of Stevens already modified by Doussot et al. and by 
Figures 5-1 1 of the Applicant's disclosure to have the width (D7) of said second hinge to 
be preferably about fraction 1 1/128 inch, since such a modification would have involved 
a mere change in the size of the components and would allow the clip to be used with 
gutters whose covers are spaced further, closer, higher, or lower away from the front of 
the gutter wall. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claims 72 and 73, Stevens already modified by Doussot et al. and by 
Figures 5-1 1 of the Applicant's disclosure, discloses a gutter-cover system as discussed 
above but does not disclose the gutter-cover system wherein the distance between the 
first and second throats is (D8) and the width of said second hinge is (D7) and the ratio 
of (D8) to (D7) is between about 1 .1 and 2.0, preferably about 1 .5. It would have been 
an obvious matter of design choice to modify the clip of Stevens already modified by 
Doussot et al. and by Figures 5-1 1 of the Applicant's disclosure to have the ratio of (D8) 
to (D7) to be between about 1.1 and 2.0, preferably about 1.5. since such a modification 
would have involved a mere change in the size of the components and would allow the 
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clip to be used with gutters.wliose covers are spaced further, closer, higher, or lower 
away from the front of the gutter wall. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Response to Arguments 

Applicant's arguments, see page 17, filed 12/07/06, with respect to claim 55 and 
claim 56 which is dependent therefrom have been fully considered and are persuasive. 
The 35 U.S.C. 112, first paragraph of claim 55 has been withdrawn. 

Regarding Applicant's argument that Stevens does not disclose each and every 
element of the independent claims 42 and 65 and dependent claim 55, the Examiner 
respectfully disagrees. Applicant argues that Stevens does not have a hinge or a 
locking lever. See Remarks page 19-20. However, per the explanation of the 35 
U.S.C. 102 rejection above, Stevens clearly shows a hinge, which is the nan-ow section 
(e) of clip. Furthermore, the locking lever (d) is clearly in the clip of Stevens and is 
adapted to be bent at the hinge (e). The clip of Stevens is constructed from a flat piece 
of metal, which inherently would make the clip of Stevens capable of bending the lever 
(d) at the hinge (e). Applicant also argues that the clip of Stevens requires a fastener 
and that Applicant's clip does not. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (I.e., the lack of a fastener) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
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F.2d 1 181 . 26 USPQ2d 1057 (Fed, Cir. 1993). In regards to claim 55, see the 
explanation of the rejection above. Accordingly, the 35 U.S.C. 102 rejection is deemed 
proper. 

In response to applicant's argument that Stevens and Doussot et al. and 
Holbrook is nonanalogous art, it has been held that a prior art reference must either be 
in the field of applicant's endeavor or, if not, then be reasonably pertinent to the 
particular problem with which the applicant was concerned, In order to be relied upon as 
a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 
USPQ2d 1443 (Fed. Cir. 1992). In this case, Doussot et al. discloses a clip for use in a 
vehicle seat. Doussot et al.'s clip is used to securely engage a rod (4) by locking the 
rod in the throat of the clip via a lever (42), thus securing it in place. Moreover, both 
Stevens and Doussot et al. solve the problem of securing a member in the jaws of a 
clip. Holbrook discloses a hanger clip to securely fasten lights onto a gutter. Holbrooks' 
clip uses serrated teeth on it's jaws to securely engage a gutter. Moreover, both 
Stevens and Holbrook solve the problem of securing a member in the jaws of a clip. 
Furthermore, classification is not conclusive evidence of whether art is analogous or 
not. See MPEP 2141 .01 . Thus, the Examiner maintainis that all clips that are capable of 
holding on to a structure are in Applicant's field of endeavor. Accordingly, the Stevens, 
Doussot et al., and Holbrook are analogous. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
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hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971 ). The Examiner's obviousness rejections take into account onlv knowledge which 
was within the level of ordinary skill in the art at the time the claimed invention was 
made. This is evidenced by the fact that the teachings and suggestions relied upon in 
making those rejections were taken solely from the prior art references, or from case 
law setting forth those modifications that are generally recognized as being within the 
level of ordinary skill in the art. The Examiner's obviousness rejections did not include 
knowledge gleaned onlv from the Applicants' disclosure. Thus, because the Examiner's 
obviousness rejections take into account only knowledge within the level of ordinary skill 
in the art, and do not include knowledge gleaned only from Applicant's disclosure, the 
Examiner's reconstruction is proper and is not impermissible hindsight. 

Applicant also argues that "the Office Action does not provide a reason for modifying 
the references cited by the Examiner in the manner suggested by the Examiner except 
to arrive at Applicant's specifically defined construction, taught only by Applicant's 
disclosure." Remarks, page 27. The Examiner respectfully disagrees. The Office 
Action provides reasons for modifying the references in each instance that a 
modification Is made, and the reasons for modifying the references were found 
independent from Applicant's disclosure. For example, the reasons provided in the 
Office Action rely on teachings or suggestions explicitly provided in the references 
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themselves, or rely on knowledge that was within the level of ordinary skill in the art. 
Since the reasons for modifying the references were not taught only by Applicant's 
disclosure, the reconstruction used by the Examiner was proper. See MPEP 2145. 

With regard to Applicant's argument on page 27 of the Remarks, that "statements 
such as 'it would have been an obvious design choice' do not provide the type of 
objective evidence of a teaching, suggestion, or motivation," the Examiner respectfully 
disagrees. There is no requirement that an express, written motivation to combine must 
appear in prior art references before a finding of obviousness, and that motivation to 
combine prior art references may exist in the nature of the problem to be solved, or the 
knowledge of one of ordinary skill in the art. See MPEP 2145. In the Office Action, the 
teachings, suggestions, and motivations provided by the cited references and the cited 
case law are evidence of knowledge that is possessed by one of ordinary skill in the 
art. Thus, the Examiner's statements are sufficient for establishing ordinary skill in the 
art, and the rejections were proper reconstruction and not impemriissible hindsight. 

Finally, by virtue of Applicant's own admission provided in Applicant's reply to 
Restriction Requirement, various embodiments of the invention are obvious in relation 
to one another. The Office Action takes the position that If one of those embodiments 
were found to be obvious to one of ordinary skill in the art, then the remaining 
embodiments (which Applicant admits are only obvious variants of the one embodiment) 
would also be obvious to one of ordinary skill in the art. See MPEP 81 8. Accordingly, 
since one embodiment of the invention was rejected for obviousness in the Office 
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Action, then the same rejection also applies to the other embodiments of the invention 
that Applicant admits are only obvious variations. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Elko et al. (U.S. Patent No. 4,455,791 A), a gutter cover clip with 
channels for receiving gutter wall and gutter cover; Sweet (U.S. Publication No. 
2002/0069594 Al), a clip for attaching a gutter cover without the use of screws. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply Is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
•the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christine T. Cajilig whose telephone number is (571 ) 
272-8143. The examiner can normally be reached on Monday - Friday from 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on (571)272-6867. The fax phone number for 
the organization where this application or proceeding Is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system^ see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 
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